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DETAILED ACTION 
Claim Rejections ■ 35 USC §112 

Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 1 and 5 are indefinite in the use of the 
phrase "tomato whole extracf . It Is not known what is meant by this phrase. Since the 
product is an extract, it cannot be seen to be a tomato whole extract. It could be an 
extract made from whole tomatoes. 

In claim 1 , step c, it is not known what part of the concentrate is further used. 
In claim 2, line 1, a word has been left out after "A process as claimed in c". 
Also, on line 2, the word "out" is not clear. 

In claim 2 (f), no basis is seen for the phrase "the lycopene precipitated from the 
concentrate". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
. invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims land 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Auslch et al. (5,858,700) in view of Kagan (US 2003/0044495) and Schaap (WO 

03/08064). 
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Ausich et al. disclose a process of mal<ing a tomato paste made by the claimed 
steps as in 1a and b of pretreating and heat concentrating tomatoes. The composition 
Is then freeze dried and extracted with hexanes and the extracts were concentrated to 
make a tomato paste oleoresin containing lycopene. The composition is then 
saponified, then the composition is treated with water to disperse the reaction products 
and other impurites, and then filtered and lycopene crystals are recovered (col. 1 1 , lines 
60-70, col. 12, lines 1-60). The amount of lycopene is seen to have been within the 
disclosed range (col. 12, lines 46-60). The particular amount of reducing sugars is seen 
to be less than 1% since the lycopene paste oleoresin has been washed and reducing 
sugars are water soluble and would have been removed from the extract. Claim 1 
differs from the reference in the use of water-saturated ethyl acetate. However, it would 
have been obvious to substitute other solvents for the claimed solvent because the 
number of solvents available are limited, and it would have taken only routine 
experimentation to arrive at the most effective solvent. In addition, Schaap discloses 
that ethyl acetate is known as a solvent (page 30, lines 9-11) and nothing is seen in 
using water-saturated ethyl acetate absent a showing of unexpected results. Kagan et 
al. disclose the use of water and ethyl acetate as solvents in extraction of carotenoids 
and lycopene (abstract and 0029, 0030, 0034, 0038). No patentable distinction is seen 
at this time in the use of water and ethyl acetate and in a hydrated ethyl acetate. 
Therefore, it would have been obvious to substitute the ethyl acetate of Schaap and the 
water-ethyl acetate mixture of Kagan in the process of Ausich et al. for its known 
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function of being a solvent and to use a hydrated source of the solvent since Kagan et 
al. disclose the use of water and ethyl acetate as solvents in extraction of carotenoids. 

Ausich et al. disclose a composition as in claim 5 containing from 90.6-89.6% 
total carotenoid analyzed as lycopene made from tomato paste (col. 12, lines 46-60). 
Claim 5 differs from the reference in the use of the process of claim 1 . Claim 5 is also 
a product by process claim. The fact that the procedures of the reference are different 
than that of applicant is not a sufficient reason for allowing the product-by-process 
claims since the patentability of such claims is based upon the product fonned and not 
the method by which it was produced. See In re Thorpe 227 USPQ 964. The burden is 
upon applicant to submit objective evidence to support their position as to the product- 
by-process claims. See Ex parte Jungfer 18 USPQ 2D 1796. Therefore, it would have 
been obvious to make a composition containing the claimed lycopene with low reducing 
sugars as shown by the combined references. 

Claim 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ausich et al. as above as applied to claims 1 , and 5 above, and further in view of 
Bombardelli et al. (EP 0818 225). 

Claim 2 further requires concentrating the extract, filtering and drying the 
lycopene. Ausich et al. disclose that it is known to concentrate hexane extracts under 
vacuum to produce lycopene containing oleoresins (col. 13, lines 19-30). Even though 
the lycopene was taken from the dried skin, it would have been obvious to concentrate 
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any tomato composition in order to remove excess liquid. Filtering and drying is 
disclosed in col. 13, lines 45-55. Adding oil is disclosed by Bombardelli et al. (page 5, 
lines 20-35). Also, an oleoresin by definition is oil and a resin. Nothing new is seen in 
the use of "seed oil", as most oils are from seeds as in corn oil. flax seed oil, olive oil. 
Schaap et al. disclose that it is known to use ethyl acetate as a solvent when washing 
crystalline carotenoids (page 30. lines 8-15). The reference also discloses that it is 
known to wash the crystalline carotenoid suspension (page 30, lines 10-29). The 
biomass is used to produce lycopene (abstract). Therefore, it would have been obvious 
to treat lycopene containing ingredients as disclosed by Ausich et al., and to add oil to 
the resin product to make an oleoresin, using known oils and to use ethyl acetiate as a 
solvent as shown by Schaap and Kagan et al. and to further wash the composition in 
an aqueous solution as shown by Schaap in order to make a lycopene composition. 

Nothing new is seen in using oil from the tomato seed, absent anything new or 
unobvious as in claim 3 or in the use of soybean oil, as the reference to Bombardelli et 
al. use vegetable oil in general, and it would have been obvious to choose an oil which 
was compatible with the oleoresin in taste. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helen F. Pratt whose telephone number is 571-272- 
1404. The examiner can normally be reached on Monday to Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Milton Cano . can be reached on 571-272- 1398. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see ■http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Hp 11-27-07 

HELEN PRATT 
PRIMARY EXAMINER 



